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DETAILED ACTION 

i> This action is in response to Applicant's amendment. Claims 1, 2, 9, 10, 12, and 16-18 
are amended. Claims 8, 11, and 15 are cancelled. Claims 1, 2, 4, 6, 9, 10, 12-14, and 16-18 are 
presented for further examination. 

2> This is a final rejection. 

Response to Arguments 

3> Applicant's arguments with respect to claims 1, 2, 4, 6, 9, 10, 12-14, and 16-18 have been 
considered but are moot in view of the new ground(s) of rejection necessitated by Applicant's 
amendment. 

It is noted that Applicant's arguments as to Karaev's use of the word "format" being 
different from Applicant's claimed "format" are not persuasive. Applicant argues limitations 
that are not in the claims. There is nothing in Applicant's claims that clearly mandate 
interpreting "format" in the manner argued by Applicant. Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
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are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

4> Claims 1, 2, 9, 10, 12, and 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Karaev et al. (U.S. Patent Number 5,802,518), hereinafter referred to as Karaev, in view 
of Beauliu et al. (U.S. Patent Number 5,502,637), hereinafter referred to as Beaulieu, in 
further view of Edwards et al, U.S Patent No. 6.834.312 ["Edwards"]. 

5> Karaev disclosed a system for the secure electronic distribution of documents over the 
world wide web. In an analogous art, Beaulieu disclosed a system for the distribution of 
documents that allows the documents to be immediately rendered by users in the author's 
original form. In an analogous art to both Karaev and Beaulieu, Edwards disclosed a system 
for the distribution of documents that allow users to control the level of access to submitted 
documents. 

6> Concerning claims 1, 2, 9, 10, 12, 16, and 17, Karaev did not explicitly state the portable 
document format being converted from the provision information at the terminal device. 
However, Beaulieu teaches that a document may be converted to a portable document format 
at a terminal device before the document is sent to a central server. It would have been 
obvious to one of ordinary skill in the art at the time of the applicant's invention to modify 
the system of Karaev by adding the ability to convert to the portable document format from 
the provision information at the terminal device as provided by Beaulieu. Here the 
combination satisfies the need for an Internet information delivery system that provides 
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information only to users who are authorized to receive it. See Karaev, column 3, lines 3-9. 
This rationale also applies to those dependent claims utilizing the same combination. 

7> Also concerning claims 1, 2, 9, 10, 12, 16, and 17, Karaev as modified by Beaulieu does 
not disclose providing provision information to a recipient in either a portable document 
format or the original format that corresponds to the provision format based on the recipient 
information. 

Edwards teaches that a submitted document can be converted to different formats 
where the user can specify "varying levels of user access to the data" by selecting among a 
plurality of user viewing rights [column 8 «lines 3'7»]. Of these different formats includes a 
non-modifiable output file that is provided to those users that are designated as having no 
authority to modify the file [column 8 «lines 9-i6» | column 11 «lines iy-zz» where : PDF is a 
non-modifiable output file]. Or, if the recipient has more authority, the source file in its 
original format can be provided [column 8 «lines 23-26»]. 

Thus, Edwards teaches providing to a recipient the provision information in the 
portable document format (Edward's non-modifiable output file) or the original format 
(original source file) based on the recipient information registered in the one set of data 
(Edwards' specifier requirements). It would have been obvious to one of ordinary skill in the 
art to modify Karaev's system by adding Edward's varying levels of user access to files. 
Edwards teaches that such functionality provides needed protection to sensitive information 
[column 8 «lines i6-20»]. Similar remarks apply to claim 17. 



Application/Control Number: 10/026,557 Page 5 

Art Unit: 2152 

8> Thereby, the combination of Karaev, Beaulieu, and Edwards discloses: 
• <Claims 1, 2, 9, 10, 12, and i6> 

An information providing method for providing provision information which is to be 
provided and registered in a central apparatus in response to a request from plural 
terminal devices which are connected to said central apparatus by a communication 
network, comprising: 

accepting, by one terminal device, as one set of data provision information, 
recipient information relating to a recipient who is authorized to receive said 
provision information, and a provision format of said provision information to be 
applied to said recipient (Karaev, column 6, lines 21-43), the provision format 
including a portable document format which is converted from provision information 
at the terminal device and an original format which is not converted from provision 
information (Karaev, column 3, lines 34-39 and for conversion at the terminal device 
Beaulieu, column 4, line 55 through column 5, line 6); 

transmitting, by said one terminal device to said central apparatus, the one set 
of data after said accepting; 

registering, in said central apparatus, the one set of data after said transmitting 
(Karaev, column 6, lines 21-43 | see also Edwards, column 8 «lines 3~26» : storing 
specifier requirements); 

receiving, by said central apparatus, a request and recipient information of a 
recipient who generated the request transmitted from one of the terminal devices 
(Karaev, column 11, lines 19-46); and 
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providing, by said central apparatus to said one of the terminal devices which 
transmitted the request and the recipient information, the provision information in 
the portable document format or the original format corresponding to the provision 
format based on the recipient information registered in the one set of data (Karaev, 
column 15, line 60 through column 16, line 7 | Edwards, column 8, lines 3-26 - 
providing provision information in either portable document format or the original 
format). 
• <Claim I7> 

A method for providing requested information to authorized recipients, comprising: 

receiving, from any user who is authorized to store format information for 
provision information [Karaev, column 3 «lines 2i-28» | Edwards, column 9 «lines 15- 
i8»], the format information for each authorized recipient of the provision 
information, the format information indicating at least one provision format selected 
from among at least an original format and a portable document format [Edwards, 
column 8 «lines 3-26» : specifier requirements determine which file the recipient 
receives - non-modifiable (such as PDF) or the source file in its original format or 
something in between]; 

storing, as one set of data in computer-readable storage accessible by at least 
one server, provision information stored in an original format and a portable 
document format converted from the provision information at a terminal device and 
accessible by authorized recipients, recipient information indicating what in the 
provision information each of the authorized recipients is authorized to receive, and 
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format information corresponding to the provision information and the recipient 
information indicating in what format the provision information can be provided to 
each of the authorized recipients (Karaev, column 6, lines 21*43 and portable document 
format at column 3, lines 34*39 and for conversion at the terminal device Beaulieu, 
column 4, line 55 through column 5, line 6); 

receiving, by the at least one server from a requesting terminal device, a 
request for at least one item of the provision information and a recipient identifier 
(Karaev, column 11, lines 19*46); and 

transmitting, from the at least one server towards the requesting terminal 
device, requested provision information in a registered provision format if the 
recipient information indicates that permission to access the requested provision 
information in the registered provision format has been granted to the recipient 
identifier (Karaev, column 15, line 60 through column 16, line 7). 
• <Claim i8> 

A method as recited in claim 17, further comprising: 

receiving, by the at least one server from a providing terminal device, a 
provider name for a provider of new provision information (Karaev, column 6, lines 
29*36); and 

accepting, by the at least one server for storage in the computer-readable 
storage if the provider name is authorized according to the recipient information, the 
new provision information, authorized recipient information identifying at least one 
recipient who is authorized to receive the new provision information, and at least one 
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indication of an authorized format in which the new provision information is to be 
provided to the at least one recipient (Karaev, column 6, lines 21-43), the authorized 
format including at least the original format of the new provision information and the 
portable document format converted from the new provision information (Karaev, 
column 3, lines 34-39 | see also Edwards, column 8 «lines 3-26»). 

Since the combination of Karaev, Beaulieu and Edwards discloses all of the above limitations, 

claims 1, 2, 8-12, and 15-18 are rejected. 

9> Claims 4 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Karaev, 
Beaulieu and Edwards, as applied above, further in view of D'Angelo (U.S. Patent Number 
6,717,938). 

io> The combination of Karaev, Beaulieu and Edwards disclosed a system for the secure 
electronic distribution of documents over the world wide web. In an analogous art, 
D'Angelo disclosed a communications system that allows users to control what elements of 
their personal information are available by other users via directory servers. 

n> Concerning claims 4 and 13, the combination of Karaev and Beaulieu did not explicitly 
state the accepting, transmitting, registering, or providing steps as including name disclosure 
information as claimed. However, D'Angelo's system allows a user to decide whether or not 
his name or other personal information is published on a server. It would have been obvious 
to one of ordinary skill in the art at the time of the applicants invention to modify the 
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combination of Karaev, Beaulieu, and Edwards by adding the ability to include name 
disclosure information in the one set of data so that the accepting, transmitting, registering, 
and providing steps included the name disclosure information as provided by D'Angelo. 
Here the combination satisfies the need for an Internet information delivery system that 
provides information only to users who are authorized to receive it. See Karaev, column 3, 
lines 3-9. This rationale also applies to those dependent claims utilizing the same 
combination. 

I2> Thereby, the combination of Karaev, Beaulieu, Edwards, and D'Angelo discloses: 
• <Claims 4 and I3> 

The information providing system as set forth in Claim 2, wherein said processor of 
said one terminal device is further capable of performing an operation of accepting, as 
part of the one set of data, name disclosure information indicating whether or not a 
name of provider who provides the provision information to be disclosed; said 
operation of transmitting further transmitting the name disclosure information as 
part of the one set of data; said operation of registering further registering the name 
disclosure information as part of the one set of data; and said operation of providing 
further providing to the one of said terminal devices which transmitted the request 
and the recipient information, a name of provider based on the recipient information 
and the name disclosure information registered in the one set of data (D'Angelo, 
column 20, lines 3-13). 
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Since the combination of Karaev, Beaulieu, and D'Angelo discloses all of the above 
limitations, claims 4 and 13 are rejected. 

I3> Claims 6 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Karaev, 
Beaulieu, and Edwards, as applied above, further in view of Bhagwat et al. (U.S. Patent 
Number 6,563,517), hereinafter referred to as Bhagwat. 

I4> The combination of Karaev, Beaulieu, and Edwards disclosed a system for the secure 
electronic distribution of documents over the world wide web. In an analogous art, Bhagwat 
disclosed methods for transcoding provision information that take into account varying 
network characteristics. 

i5> Concerning claims 6 and 14, the combination of Karaev, Beaulieu, and Edwards did 
not explicitly state the registering, judging, or providing steps as including auxiliary 
provision information as claimed. However, Bhagwat's system creates auxiliary provision 
information to be used depending on the network or network characteristics. It would have 
been obvious to one of ordinary skill in the art at the time of the applicant's invention to 
modify the combination of Karaev, Beaulieu, and Edwards by adding the ability to include 
auxiliary provision information in the one set of data so that the registering, judging, and 
providing steps included the auxiliary provision information as provided by Bhagwat. Here 
the combination satisfies the need for an Internet information delivery system that provides 
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information only to users who are authorized to receive it. See Karaev, column 3, lines 3-9. 
This rationale also applies to those dependent claims utilizing the same combination. 

i6> Thereby, the combination of Karaev, Beaulieu, Edwards, and Bhagwat discloses: 
• <Claims 6 and I4> 

The information providing system as set forth in Claim 2, wherein said operation of 
registering further registering, as part of the one set of data, auxiliary provision 
information whose information volume is reduced from said transmitted provision 
information; said processor of said central apparatus is further capable of performing 
an operation of judging whether a request from the one of said terminal devices is 
transmitted through said network or through another network different from said 
network; and said operation of providing further providing auxiliary provision 
information, according to the provision format registered in the one set of data, to the 
one of said terminal devices based on the recipient information registered in the one 
set of data when it is judged that the one of said terminal devices transmits the 
request through the other network (Bhagwat, column 5, lines 12-50). 

Since the combination of Karaev, Beaulieu, Edwards, and Bhagwat discloses all of the above 

limitations, claims 6 and 14 are rejected. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 
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Stern, U.S Patent No. 6.161.107 : [Figure 8 «item 76»]; 
Smith, U.S Patent Publication No. 2002(0042876 : [0033]; 
Cromarty et al, U.S Patent No. 6.393.442 :. [abstract]; 
Paknad et al, U.S Patent Publication No. 2002I0069247 : [0123]; 
Adams et al, U.S Patent No. 6.898.636 : [abstract]; 

Coar, U.S Patent No. 7. 191. 392 : [column 9 «line 57» to column 10 «line io»]. 



Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dohm Chankong whose telephone number is 571.272.3942. 
The examiner can normally be reached on Monday-Friday [8:30 AM to 4:30 PM]. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonwanit can be reached on 571.272.3913. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA 
OR CANADA) or 571-272-1000. 

DC ANDREW CALDWELL 

SUPERVISORY PATENT EXAMINER 



